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Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on July 15, 
2008 has been entered. 

This is in response to the Amendment dated July 1 5, 2008. The text of those 
sections of Title 35, U.S. Code not included in this action can be found in a prior Office 
Action. 

Response to Arguments 

Claim Rejections - 35 USC 5 112 

Claims 1-2, 4-7, 9, 12-13 and 21-24 have been rejected under 35 U.S.C. 112, 
first paragraph, as failing to comply with the written description requirement. The 
claim(s) contains subject matter which was not described in the specification in such a 
way as to reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. 

The rejection of claims 1-2, 4-7, 9, 12-13 and 21-24 under 35 U.S.C. 112, first 
paragraph, has been withdrawn in view of Applicants' amendment. 
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Claim Rejections - 35 USC § 102/103 

I. Claims 1-2 and 5-6 have been rejected under 35 U.S.C. 102(e) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Meine et al. (US Patent 
No. 6,689,223 B1). 

The rejection of claims 1-2 and 5-6 under 35 U.S.C. 102(e) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Meine et al. has been 
withdrawn in view of Applicants' amendment. 

II. Claim 9 has been rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Meine et al. (US Patent No. 
6,689,223 B1). 

The rejection of claim 9 under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Meine et al. has been withdrawn in 
view of Applicants' amendment. 

Claim Rejections - 35 USC § 103 

I. Claims 4, 7 and 21-22 have been rejected under 35 U.S.C. 103(a) as being 
unpatentable over Meine et al. (US Patent No. 6,689,223 B1) as applied to claims 1-2 
and 5-6 above. 

The rejection of claims 4, 7 and 21-22 under 35 U.S.C. 103(a) as being 
unpatentable over Meine et al. as applied to claims 1-2 and 5-6 above has been 
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withdrawn in view of Applicants' amendment. 

II. Claims 12-13 and 23-24 have been rejected under 35 U.S.C. 103(a) as being 
unpatentable over Meine et al. (US Patent No. 6,689,223 B1) as applied to claim 9 
above. 

The rejection of claims 12-13 and 23-24 under 35 U.S.C. 103(a) as being 
unpatentable over Meine et al. as applied to claim 9 above has been withdrawn in view 
of Applicants' amendment. 

Response to Amendment 
Claim Rejections - 35 USC §112 
Claims 1-2, 4-7, 9, 12-13 and 21-24 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 
Claim 1 

lines 16-17, it appears that "an electroplating process" is the same as the metal 
electroplating recited in claim 1, lines 2-3. However, the claim language is unclear as to 
whether it is. 

Claim 9 

lines 18-19, it appears that "an electroplating process" is the same as the copper 
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electroplating recited in claim 9, lines 2-3. However, the claim language is unclear as to 
whether it is. 

Claim Rejections - 35 USC § 102/103 
I. Claims 1-2, 4-6 and 21-22 are rejected under 35 U.S.C. 102(e) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Meine et al. (US Patent 
No. 6,689,223 B1). 

Meine teaches an electrolyte bath, comprising: 

(a) an electrolyte solution (= a lower aqueous phase I) [col. 2, lines 16-20]; and 

(b) a composition (= an upper aqueous phase II) [col. 2, lines 16-20] comprising 
an organic acid (= citric acid) [col. 2, line 28] and a non-ionic polymer mixed with said 
organic acid (col. 2, lines 25-30), said non-ionic polymer selected from the group 
consisting of an alkoxvlated alcohol , an alkoxylated amine, and an alkylphenol 
alkoxylate (= 2% by weight of C10-14 fatty alcohol + 1 PO/EO ether, 2% by weight of C12- 
14 fatty alcohol + 9 EO butyl ether) [col. 2, lines 25-27; and col. 4, lines 19-32]; 

wherein said composition is disposed as a suspended layer within said 
electrolyte solution (= one or more continuous phases of a composition may also 
contain parts of another phase in emulsified form so that, in a composition such as this, 
phase I for example is partly present as continuous phase I, which represents the lower 
continuous phase of the composition, and is partly emulsified as discontinuous phase I 
in the upper continuous phase II) [col. 3, lines 10-22], said suspended layer of sufficient 
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dimension to form a wetting layer on a substrate (inherent). 

The organic acid is selected from the group consisting of citric acid and acetic 
acid (= citric acid) [col. 2, line 28]. 

The non-ionic polymer has a molecular weight of less than 1 ,000 (= a C10-14 fatty 
alcohol + 1 PO/EO ether) [col. 2, lines 25-27]. 

The composition is present in said electrolyte solution in a concentration of about 
5% by weight (= particularly preferred composition are those in which phase I is 
emulsified into phase II in quantities of 0.1 to 25% by volume and preferably in 
quantities of 0.2 to 15% by volume, based on the volume of phase II) [col. 3, lines 26- 
36; and col. 17, claims 4 and 5]. 

The non-ionic polymer is present in said composition in a quantity of from about 
0.5 to about 10 wt. % (= 0.01 to 30% by weight) [col. 3, line 63 to col. 4, line 10]. 

The organic acid is present in said composition in a quantity of from about 2 to 
about 20 wt. % (col. 2, line 28; and col. 16, Table 1). 

The non-ionic polymer is present in said composition in a wt.% of about 5 (= 0.01 
to 30% by weight) [col. 3, line 63 to col. 4, line 10]. 

The bath of Meine differs from the instant invention because Meine does not 
disclose the following: 

a. Wherein the bath is suitable for metal electroplating, as recited in claim 1 . 
The invention as a whole would have been anticipated and/or obvious to one 
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having ordinary skill in the art at the time the invention was made because what the 
bath is suitable for does not compositionally distinguish the bath from the prior art 
(MPEP § 21 12(111)). 

b. Wherein said electrolyte solution is contained in an electrolyte bath 
container , as recited in claim 1 . 

c. Wherein said suspended layer spans said electrolyte solution bath 
container, as recited in claim 1 . 

The invention as a whole would have been anticipated and/or obvious to one 
having ordinary skill in the art at the time the invention was made because what the 
electrolyte solution is contained in does not compositionally distinguish the bath from 
the prior art (MPEP §2112(111)). 

Furthermore, the composition disclosed by Meine is an aqueous, liquid, 
multiphase, surfactant-containing cleaning composition with at least two continuous 
phases which comprises at least one lower aqueous phase I and an upper aqueous 
phase II immiscible with the lower phase I (col. 2, lines 16-20). The aqueous phases I 
and II are fluids, and have the ability to flow and to take on the shape of a container. 

d. Wherein said substrate is passed through said suspended layer into said 
electrolyte solution, as recited in claim 1. 

The invention as a whole would have been anticipated and/or obvious to one 
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having ordinary skill in the art at the time the invention was made because passing a 
substrate through said suspended layer into said electrolyte solution does not 
compositionallv distinguish the bath from the prior art (MPEP § 2112(111)). 

e. Wherein said electrolyte bath further comprises an anode to carry our an 
electroplating process in said electrolyte solution on said substrate comprising said 
wetting layer, as recited in claim 1 . 

The invention as a whole would have been anticipated and/or obvious to one 
having ordinary skill in the art at the time the invention was made because an anode to 
carry our an electroplating process in said electrolyte solution on said substrate 
comprising said wetting layer does not compositionallv distinguish the bath from the 
prior art (MPEP § 21 12(111)). 

II. Claims 9, 12 and 23-24 are rejected under 35 U.S.C. 102(e) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Meine et al. (US Patent No. 
6,689,223 B1). 

Meine is as applied for the reasons as discussed above and incorporated herein. 

Claim Rejections - 35 USC § 103 

I. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Meine et 
al. (US Patent No. 6,689,223 B1) as applied to claims 1-2, 4-6 and 21-22 above. 
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Meine is as applied above and incorporated herein. 

The bath of Meine differs from the instant invention because Meine does not 
disclose wherein said organic acid is present in said composition in a wt.% of about 10, 
as recited in claim 7. 

Meine teaches citric acid concentrations of 3.0, 4.0, 5.5, 7.0, 8J1 and 8J5 (col. 2, 
line 28; and col. 16, Table 1). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the concentration of the organic acid described by 
Meine with wherein said organic acid is present in said composition in a wt.% of about 
10 because a prima facie case of obviousness exists where claimed ranges and prior 
art ranges do not overlap but are close enough that one skilled in the art would have 
expected them to have the same properties (MPEP § 2144.05(1)). 

II. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Meine 
et al. (US Patent No. 6,689,223 B1) as applied to claims 9, 12 and 23-24 above. 

Meine is as applied for the reasons as discussed above and incorporated herein. 

RE: REMARKS 

Applicants state that the Examiner has not established that the modified fatty 
alcohols (including ethylene and propylene oxide) of Meine et al. is equivalent to any 
one of Applicants non-ionic polymers. 
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In response, Meine teaches 2% by weight of C10-14 fatty alcohol + 1 PO/EO ether, 
and 2% by weight of C12-14 fatty alcohol + 9 EO butyl ether (col. 2, lines 25-28; and col. 
4, lines 18-32). 

The PO/EO and EO are alkoxylates and the fatty alcohols are alcohols. Thus, 
Meine teaches alkoxylated alcohols. 

The Examiner is of the opinion that when the prior art discloses a compound 
which reasonably appears to be identical with or only slightly different than a compound 
claimed in a claim, a rejection based alternatively on either section 102 or 103 of the 
statute is eminently fair and acceptable. As a practical matter, the Patent Office is not 
equipped to manufacture compounds by the myriad processes put before it and then 
obtain prior art compounds and make physical comparisons therewith. 

Applicants state that but even assuming arguendo, such is the case, such a fact 
does not help Examiner in attempting to modify non-analogous art to achieve Applicant 
invention while ignoring the structural elements of Applicants claims. 

In response, the reason or motivation to modify the reference may often suggest 
what the inventor has done, but for a different purpose or to solve a different problem. It 
is not necessary that the prior art suggest the combination to achieve the same 
advantage or result discovered by the Applicants. In re Linter 458 F.2d 1013, 173 USPQ 
560 (CCPA 1972); In re Dillon 919 F.2d 688, 16 USPQ2d 1897 (Fed. Cir. 1990), cert, 
denied, 500 US 904 (1991); and MPEP § 2144. 
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Applicants state that Examiner has not established any reasonable basis in fact 
to reasonably support that the modified fatty alcohols (including ethylene and propylene 
oxide) of Meine et al. are substantially identical, to any one of Applicants non-ionic 
polymers. 

In response, Meine teaches 2% by weight of C10-14 fatty alcohol + 1 PO/EO ether, 
and 2% by weight of C12-14 fatty alcohol + 9 EO butyl ether (col. 2, lines 25-28; and col. 
4, lines 18-32). 

The PO/EO and EO are alkoxylates and the fatty alcohols are alcohols. Thus, 
Meine teaches alkoxylated alcohols. 

The Examiner is of the opinion that when the prior art discloses a compound 
which reasonably appears to be identical with or only slightly different than a compound 
claimed in a claim, a rejection based alternatively on either section 102 or 103 of the 
statute is eminently fair and acceptable. As a practical matter, the Patent Office is not 
equipped to manufacture compounds by the myriad processes put before it and then 
obtain prior art compounds and make physical comparisons therewith. 

Applicants state that the Examiner's argument that varying the various 
concentrations of the cleaning composition of Meine, in forming one lower aqueous 
phase I and an upper aqueous phase II immiscible with the lower phase I, in an effort to 
achieve Applicants invention are result effective variables is likewise misplaced since 
Meine does not disclose or suggest the structural elements of Applicants' 
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invention. 

In response, the structural elements in an electrolyte bath are compositional 
and/or chemical structural elements. Meine is deemed to read on the structural 
elements of the electrolyte bath as presently claimed. See above. 

Applicants state that the Examiner is further mistaken that the claim language an 
electrolyte solution suitable for metal electroplating is merely a statement of intended 
used. Applicants note that Applicants are not required to claim what is old or known, i.e., 
an electrolyte solution suitable for metal electroplating, which includes compositional 
elements making the electrolyte solution suitable for metal electroplating. 

In response, it is well settled that unpatented claims are given the broadest, most 
reasonable interpretation and that limitations are not read into the claims without a 
proper claim basis therefor. In re Prater 415 F. 2d 1393, 162 USPQ 541 (CCPA 1969); 
In re Zeltz 893 F. 2d 319, 13 USPQ 1320. 

Applicants state that with respect to claim 7, Examiner is further mistaken in 
arguing that 8% by weight of citric acid disclose by Meine at col. 2, line 28 is equivalent 
to Applicants 10 wt%. Examiner has provided no support that one of ordinary skill in the 
art would consider 8 wt % to be about 10 wt % in the relevant art of electroplating 
solutions or that one skilled in the at would expect electroplating solutions differing only 
by the amount of the citric acid solution to have about the same properties. Moreover, 
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Applicants do not claim a range, but a specific amount. 

In response, the word "about" permits some tolerance or flexibility to the claimed 
range. In re Ayers 69 USPQ 109 and In re Erickson 145 USPQ 207. MPEP § 
2173.05(b)(A). 

Meine teaches citric acid concentrations of 3.0, 4.0, 5.5, 7.0, 8J1 and 8J5 (col. 2, 
line 28; and col. 16, Table 1). 

A prima facie case of obviousness exists where claimed ranges and prior art 
ranges do not overlap but are close enough that one skilled in the art would have 
expected them to have the same properties (MPEP § 2144.05(1)). 

The Patent Office is not equipped to manufacture solutions by the myriad 
processes put before it and then obtain prior art solutions and make physical 
comparisons therewith. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to EDNA WONG whose telephone number is (571) 272- 
1349. The examiner can normally be reached on Mon-Fri 7:30 am to 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nam Nguyen can be reached on (571) 272-1342. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 



Application/Control Number: 10/811,621 
Art Unit: 1795 



Page 14 



published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



EW 

September 2, 2008 



/Edna Wong/ 
Primary Examiner 
Art Unit 1795 



